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Mark S. Bi cks of Royl ance, Abrans, Berdo & Goodman for
Hart nmet al | - Wer kzeuf abri k Paul Horn GrbH.

Li nda Bl ohm Trademark Exami ning Attorney, Law Ofice 110
(Chris Pedersen, Managi ng Attorney).

Before Hairston, Drost and Zervas, Adm nistrative Trademark
Judges.

Qpi nion by Hairston, Adm nistrative Trademark Judge:

Hart net al | - Wer kzeugf abri k Paul Horn GrbH, a Gernman
Corporation has filed an application to register the mark
SUPERM NI for “power tools with carbide cutting edges for
machi ni ng of metals and supports and tool holders for such

tools.”?

! Serial No. 76544519, filed on Septenber 12, 2003, which alleges
a bona fide intention to use the mark in commerce. Applicant
asserted a second basis for filing, nanmely a right of priority
under Section 44 of the Trademark Act based on a Gernan

appl i cati on.
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Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U . S.C. 81052(e)(1), on the
basis that, when used on applicant’s goods, the mark
SUPERM NI is nerely descriptive of them

Appl i cant has appeal ed. Briefs have been filed, but
an oral hearing was not requested.

The exam ning attorney maintains that the mark nerely
describes a feature of applicant’s goods, nanely that the
power tools, tool supports and tool holders are “extrenely
smal |, extrenely mniature.” (Brief, p. 4). The exam ning
attorney relies upon dictionary definitions of “super”
(“very large, great, or extrene”) and “mni” (small

mniature”). The Anerican Heritage Dictionary of the

English Language (Third edition 1992). Also, the exam ning

attorney submitted hits froma Google search which contain
references to “mni(-)tools.” Exanples are shown bel ow

Bosch M ni Tools and Tool Sets

Boys activity toys make ideal gifts, they wll
| ove Bosch mni tool sets and workstati ons,
perfect mniature replicas of bosch tools and
accessori es...

W, t he-t oybox. com

Mcro and M ni-Tool s

Mcro and Mni-Tools. Standard M cro-Tool Set -
Assorted Sets. A Special Lab Set 6X. A Speci al
...286, Mni-Tool Set.

WWw. ensdi asum com
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M ni Wor ki ng Tool s Set

M ni Working Tools Set <br> A truly wonderful
gift for a Master Mason.. M ni Wrking Tools Set.
www. | ost wor d. saf eshopper. com

In addition, the exam ning attorney submtted a page

downl oaded fromthe website www manufacturingtal k. com whi ch

contains an article titled “Utra-mni tools turn in
confined spaces;” and a page downl oaded fromthe website

WWW. epi ni ons. com whi ch contains a product review for the

“Craftsman Stand for Mni-Tools Drill 61319.”

Applicant, in urging reversal of the refusal to
regi ster, argues that SUPERM NI is not nerely descriptive
of the identified goods; and that the word “super,” in
particular, is nmere trade puffery. Al so, applicant
mai ntai ns that “‘super,’” in connoting |arge, creates an
i ncongruous and non-descriptive conbination with ‘mni
havi ng an opposite connotation.”” (Brief, p. 3).

It is well settled that a mark is considered to be
nmerely descriptive of the goods or services, within the
meani ng of Section 2(e)(1) of the Trademark Act, if it
i mredi ately descri bes an ingredient, quality,
characteristic or feature thereof or if it directly conveys
information regarding the nature, function, purpose or use

of the goods or services. See In re Abcor Devel opnent
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Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978). It is not
necessary that a mark describe all of the properties or
functions of the goods or services in order for it to be
considered to be nerely descriptive thereof; rather it is
sufficient if the mark describes a significant attribute or
i dea about them Mreover, whether a mark is nerely
descriptive is determned not in the abstract, but in
relation to the goods or services for which registration is
sought, the context in which it is being used on or in
connection wth those goods or services and the possible
significance that the mark woul d have to the average
purchaser of the goods or services because of the manner of
its use. See In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB
1979).

On the other hand, a mark is suggestive if, when the
goods or services are encountered under the mark, a
nmul ti stage reasoni ng process, or imagination, thought or
perception, is required in order to determ ne what
attribute of the goods or services the mark indicates. See
In re Abcor Devel opnent Corp., supra at 218. To the extent
that there is any doubt in drawing the |ine of demarcation
bet ween a suggestive mark and a nerely descriptive nmark,
such doubt is resolved in applicant’s favor. In re Atavio,

25 USPQ 1361 (TTAB 1992).
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Appl yi ng these principles to the evidence of record,
we concl ude that SUPERM NI, as a whol e, has not been proven
to be nerely descriptive of the identified goods. The

exam ning attorney has submtted sone evidence of use of

mni” in connection with power tools and accessori es.
Further, applicant does not dispute the descriptive
significance of this term However, the record is devoid
of any evidence of use of “super” in connection wth the
identified goods. Moreover, the ultimate question in this
case is whether the conbined term SUPERM NI wi | |

i mredi ately inform prospective purchasers of a feature,
characteristic, or quality of the goods, which in this case
are power tools, tool supports and tool holders. The
limted evidence of record sinply does not support this
concl usi on.

We find that the mark SUPERM NI, as a whole, is
suggestive. There is a certain incongruity about the
conbi nation of SUPER (large/extrene) and M N (snall).
Sone thought or imagination on the part of prospective
purchasers would be required in order to perceive any
significance of the mark SUPERM NI as it relates to the

identified goods. To the extent that there is any doubt in

this case, we have resolved that doubt in applicant’s favor
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so as to permt publication of the mark. 1In re Atavio,
supr a.

Decision: The refusal to register is reversed.



